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REMARKS 



Applicants have amended claims to expedite prosecution of a preferred embodiment. The 
Applicants reserve the right to pursue the subject mailer of the cancelled claims or subject matter 
in continuation, divisional or coniinuation-in-part applications. 

Applicants have cancelled claims 13-40. 
' Applicants have added new claims 41-49 that are directed to a preferred embodiment, namely 
to a method of detecting an alteration in the SEQ ID NO.:l . These claims are supported 
throughout the specification and by the claims as originally filed. Accordingly, no new matter is 
introduced by these claims and their entry is respectfully requested. 

Claims 33 and 35 were rejected under 35 U.S.C. 112, first paragraph as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventors, at the time the application was filed, had possession 
of the claimed invention. 

Applicants respectfully disagree. As already stated in the previous amendment, based on the 
teachings in the specification, a skilled artisan can easily determine from the type of a mutation, 
using routine techniques, whether the mutation affects the function of the gene product or not, 
such as discussed at page 16 of the specification. For example, based on the description of the 
function of MSH5, a skilled artisan is clearly directed to measure the functional effects on, e.g. 
meiotic segregation. 

However, to expedite prosecution of a preferred embodiment, Applicants have cancelled 
claims 33 and 35. Accordingly, Applicants submit that the rejection be withdrawn. 

Claims 13, 14, 17-26, 28-33, 35, 39 and 40 were rejected under 35 U.S.C. 1 12, first 
paragraph. The Examiner contended that the specification is not enabled for identification of 
functional polymorphisms predictive of meiotic segregation, infertility, cancer or resistance to 
alkylating agents. The Examiner further stated that the specification would be enabling for 
generic screening for alterations in the SEQ ID NO.:l . New claim 41 is a generic version of 
claim 13. Accordingly, based upon the Examiner*s comments, it complies with 35 U.S.C. § 1 12, 
first paragraph. 

Applicants respectfully submit that the rejection also should not be applied with respect to 
the claims dependent upon claim 41. 
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Applicants disagree with the Examiner on the issue of the specification not being enabling 
for the claims to embodiments regarding identification of mutations affecting the specific 
functions, namely infertility or cancer. As stated in the Amendment dated September 25, 2005, 
specification clearly teaches that the "alteration is defined as a mammalian MSH5 nucleic acid 
sequence that cannot replace an endogenous nucleotide sequence in a normal host cell without 
having a detectable adverse effects on the host ceir' (page 16, lines 7-9, emphasis added). 
Accordingly, a skilled artisan follov\'ing the Applicants teachings, would have been able to use 
this method for a wide range of activities as taught in die specification. Thus, one would have 
been able to select a treatment plan for a cancer patient by detennining whether or not an 
alkylating agent would be useful. This is explicitly slated in the specification at page 16 lines 
15-20. 

To expedite prosecution of a preferred embodiment, the applicants have rewritten the claims 
following the Examiner's suggestions for claims that the Examiner determined would comply 
with 35 U.S.C. 1 12, first paragraph. Namely, new claim 41 and its dependent claims 42-48, are 
directed to a generic screening of alterations in the SEQ IDNO.:l. The biological sample taken 
from an individual with cancer (claim 45) or an individual affected with intertiliy (claim 46) are 
clearly taught in the specification. Therefore, the Applicants submit that the rewritten claims 
have ob\iated the objections raised. 

Accordingly, Applicants respectfully submit that the nev/ claims 41-49 are in compliance 
with 35 U.S.C. 112, first paragraph. 

The Commissioner is herewith authorized to charge fee deficiencies and credit overpayments 
to the NIXON PEABODY LLP Deposh Account No. 50-0850. 

In view of the foregoing. Applicants respectfully submit that all claims are in condition for 
allowance. Early and favorable action is requested. -.^^ 





Ronaltl 1. Eisenstein (30,628) 
Leena H. Karttunen (L0207) 
NIXON PEABODY LLP 
100 Summer Street 
Boston, MA 021 10 
(617) 345-6054 
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